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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
4/10/2009 has been entered. 

Response to Arguments 

Applicant's arguments filed 10 April 2009 have been fully considered. 
Applicant traverses the examiner's previous assertion that "[t]he specification 

provides no support for receiving the file from a recording and playback apparatus" by 

citing to step S42 of Figure 13 and the following paragraph from pages 30 and 31 : 

When it is determined that the search mode based on characteristic words is selected, 
the process proceeds to step S42. The recording/reproducing apparatus 3 issues an 
instruction to the server 2 connected to the network 1 so as to supply the characteristic 
word file 103. 

Figure 13, step S42 and the above paragraph describe the recording/reproducing 
apparatus sending an instruction requesting that the server provide the characteristic 
word file to the recording/reproducing apparatus at step S31 as illustrated. A request 

that a file be sent to the device is not the same as sending the file from the device, as 
explained in the 1 12 rejections. The above citations support the examiner's assertions 
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that the specification does not support the claim. Therefore, the argument is not 
persuasive and the previous 112 rejections stand. 

Further, the examiner submits that in any case Figure 13 cannot be relied upon 
to support the subject matter of claim 13, since claim 13 describes four separate 
devices as well as a recording and reproducing apparatus, whereas Figure 13 only 
illustrates a server, a recording/reproducing apparatus, and a television receiver, thus 
totaling only three devices including the recording and reproducing apparatus. 

Applicant further requests a clarification of why the Patel reference was used in 
the rejection of claim 1 6, but not claim 1 5, since the claims "differ only in the preambles 
thereof." Remarks at 7. The Patel reference is not applied to the claims 13-15 rejections 
because claims 13-15 refer to an apparatus comprising several devices and a method 
respectively. These claims are not limited to a single device and are thus met by 
Knudson's plurality of devices as described in the rejections. However, claim 16 refers 
to a single computer readable medium, thus implying that a single device meets all of 
the limitations. Since Knudson teaches a plurality of devices meeting the limitations, the 
claim 16 rejection was modified with the Patel reference to demonstrate that a single 
computer readable medium meeting the limitations was obvious. 

Claim Rejections - 35 USC §112 

Claims 13-16 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claims contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
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one skilled in the relevant art that the inventors, at the time the application was filed, 
had possession of the claimed invention. 

Claim 13 describes an apparatus comprising a first device, an input device, a 
device, and a second device. The second device receives "...information about a 
television program corresponding to said selected characteristic word transmitted from 
said recording and playback apparatus...." However, the examiner finds no support in 
the specification for a second device that receives a characteristic word transmitted 
from a recording and playback apparatus. Referring specifically to Figure 13, step S31, 
the characteristic word is transmitted from a server 2 to a recording and playback 
apparatus 3. The specification provides no support for receiving the word from a 
recording and playback apparatus at a second device. Therefore, the claim contains 
new matter. 

Claim 14 further describes a first device for receiving "a file containing 
information about said characteristic word from said recording and playback apparatus". 
Referring to Figure 13, step S31, the characteristic word file is transmitted from a server 
2 to a recording and playback apparatus 3. The specification provides no support for 
receiving the file from a recording and playback apparatus. Therefore, the claim 
contains new matter. 

The same argument as above applies further to claim 15, which contains 
identically language requiring the reception of a characteristic word from a recording 
and playback apparatus. 
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Claim 16 describes "controlling reception of a file containing information about a 
characteristic word representing a characteristic of a television program". Again 
referring to Figure 13, step S31 , the characteristic word file is transmitted from a server 

2 to a recording and playback apparatus 3. Therefore, since claim 16 describes 
receiving a characteristic word file, the specification only provides support for the 
computer program of claim 16 being executed by the recording and playback apparatus 

3 of Figure 13. 

However, the claim goes on to describe "controlling transmission of information 
... to a recording and playback apparatus". The specification provides no support for 
transmitting information from a recording and playback apparatus to a recording and 
playback apparatus. Therefore, the claim contains new matter. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 



Claims 13 and 15 are rejected under 35 U.S.C. 102(e) as being anticipated 



bv Knudson (US 2006/0095937). 
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Knudson teaches: 

Claim 13: An information processing apparatus comprising: 

a first device (user equipment) configured to receive a file containing information 
about a characteristic word representing a characteristic of a television program (user 
equipment receives from the headend a list of categories by which television programs 
are classified [0053]); 

an input device (remote control) configured to allow a user to select an intended 
characteristic word from characteristic words contained in said file (remote control 42 
[Fig 1] for selecting displayed categories [0056]); 

a device (server) configured to transmit information about a characteristic word 
selected by said user to a recording and playback apparatus (a server with a database 
24 performs a search of program guide information and transmits the search results 
back to the user equipment [0062]; user equipment may be a recording and playback 
apparatus [0040]); and 

a second device (television) configured to receive television program information 
about a television program corresponding to said selected characteristic word 
transmitted from said recording and playback apparatus as a result of transmitting 
information about said selected characteristic word (a television 40 [Fig 1] displays the 
search results for the user [0063]). 

Knudson teaches: 

Claim 15: An information processing method comprising: 
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controlling reception of a file containing information about a characteristic word 
representing a characteristic of a television program (user equipment receives from the 
headend a list of categories by which television program are classified [0053]); 

allowing a user to select an intended characteristic word from characteristic 
words contained in said file (selecting a category from the list [0056]); 

controlling transmission of information about a characteristic word selected by 
said user to a recording and playback apparatus (a server with a database 24 performs 
a search of program guide information and transmits the search results back to the user 
equipment [0062]; user equipment may be a recording and playback apparatus [0040]); 
and 

controlling reception of television program information about a television program 
corresponding to said selected characteristic word transmitted from said recording and 

playback apparatus as a result of transmitting information about said selected 
characteristic word (user equipment receives search results after transmitting a search 
query comprising a characteristic word to a server with database 24 [0062]). 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Knudson (US 2006/0095937) in view of Patel (US 2004/0078829). 

Knudson teaches: 

Claim 16 (Currently Amended): A computer readable medium encoded with a 
computer program to allow a computer to perform: 

controlling reception of a file containing information about a characteristic word 
representing a characteristic of a television program (user equipment receives from the 
headend a list of categories by which television program are classified [0053]); 

allowing a user to select an intended characteristic word from characteristic 
words contained in said file (selecting a category from the list [0056]); 

controlling transmission of information about a characteristic word selected by 
said user to [an] apparatus (search information comprising a characteristic word is 
transmitted to server with database 24 for performing the search [0063]); and 

controlling reception of television program information about a television program 
corresponding to said selected characteristic word transmitted from said recording and 
playback apparatus as a result of transmitting information about said selected 
characteristic word (receiving the search results from the server [0063]). 

Knudson does not teach that the headend server to which information about a 
characteristic word is transmitted is a recording and playback apparatus. 

Patel teaches that a headend may be a recording and playback apparatus 

[0015]. 
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It would have been obvious to have modified Knudson's headend to have been a 
recording and playback apparatus for the purpose of providing video on demand [Patel 
0015]. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bennett Ingvoldstad whose telephone number is 
(571)270-3431 . The examiner can normally be reached on M-F 9-5 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Scott Beliveau can be reached on (571 ) 272-7343. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Bennett Ingvoldstad/ 
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